
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Slates Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Bo* 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/520,659 


01/10/2006 


Osami Habuchi 


Q85706 


5610 



05/30/2007 



65565 7590 

SUGHRUE-265550 

2 1 00 PENNSYLVANIA AVE. NW 

WASHINGTON, DC 20037-3213 



EXAMINER 



BLAND, LAYLA D 



ART UNIT 



PAPER NUMBER 



1609 



MAIL DATE 



DELIVERY MODE 



05/30/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/520,659 


Applicant(s) 
HABUCHI ET AL 


Examiner 

Layla Bland 


Art Unit 

1609 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Applicant's election without traverse of Group I, claims 1-6, on May 1 1 , 2007 is 
acknowledged. Claims 7-12 are withdrawn from consideration as being drawn to non- 
elected invention. Claims 1-6 are examined on the merits herein. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 1-6 recite the limitation, "substituted or unsubstituted aryl" (or alkyl, 
alkenyl, alkynyl, acyl, and aralkyl, in the case of claim 1). The specification [page 7] 
gives a list of which groups these moieties can be substituted with, ending with "or the 
like." The claims are indefinite because phrase "or the like" leaves the definition of 
"substituted" open-ended, including elements which are not actually disclosed. 

Claims 5 and 6 recite the limitation "a sulfotransferase inhibitor which comprises 
the galactosamine derivative according to claim 1 ." "Comprises" is open language, 
allowing for the inclusion of other elements besides the derivative of claim 1 . It is 
unclear whether the claims are intended to be compound claims or composition claims. 
The claims have been interpreted as compound claims for the purposes of examination. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Habuchi, et al. (The Journal of Biological Chemistry 1985, Vol. 260, No. 24, 13102- 
13108, PTO-1449 submitted January 10, 2005). 

Habuchi, et al. teach pNP-GalNAc-6-S0 4 [page 13106, column 2, line 43]. In this 
case, R 5 = S0 3 \ Ri and R 2 are both represented by H, R 3 is an acetyl group, X is O, 
and R4 is 4-nitrophenyl (a substituted aryl group). The limitations of claims 5 and 6, 
which are drawn to a sulfotransf erase inhibitor which comprises the derivative of claim 1 
and inhibits activity of a sulfotransferase having activity of transferring a sulfate group to 
a hydroxyl group bound to the 6-position carbon atom on the 4-sulfated galactosamine 
residue in the basic backbone of chondroitin suflate, are inherent properties of the 
derivative of claim 1 and thus are also met by this compound. 

Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dahlgren, et al. (WO 97/00879, January 9, 1997, PTO-1449 submitted January 10, 
2005). 

Dahlgren, et al. teach compounds of the following formula: 
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X 



Y 



X 




R 



X 



wherein X 3 , X 4 and X 6 can all be OH or S0 4 \ R 2 can be OH, S0 4 "' or substituted amine 
including NHAc, and R 1 can be hydrogen, alkyl, benzyl, amino acid, nucleotide or 
polypeptide. When R 2 is NHAc and R 1 is benzyl: The limitations of claim 1 are met 
when any or all of X 3 , X 4 and X 6 are S0 4 "; the limitations of claim 2 are met when X 6 is 
S0 4 ~ and X 3 and X 4 are both OH; the limitations of claim 3 are met when X 4 is S0 4 and 
X 6 and X 3 are both OH; the limitations of claim 4 are met when X 3 is S0 4 " and X 4 and X6 
are both OH. The limitations of claims 5 and 6, which are drawn to a sulfotransferase 
inhibitor which comprises the derivative of claim 1 and inhibits activity of a 
sulfotransferase having activity of transferring a sulfate group to a hydroxyl group bound 
to the 6-position carbon atom on the 4-sulfated galactosamine residue in the basic 
backbone of chondroitin suflate, are inherent properties of the derivative of claim 1 and 
thus are also met by this compound. 



Conclusion 



No claims are allowed in this application. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Layla Bland whose telephone number is (571 ) 272- 
9572. The examiner can normally be reached on M-R 8:00AM-5:00PM UST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on (571) 272-0562. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Idb 



SHAOJlA ANNA JIANG, PH.D. 
SUPERVISORY PATENT EXAMINER 




